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DETAILED ACTION 



Election/Restrictions 

1 . Restriction is required under 35 U.S.C. 121 and 372. 

a. This application contains the following inventions or groups of inventions 
which are not so linked as to form a single general inventive concept under PCT 
Rule 13.1. 

b. In accordance with 37 CFR 1 .499, applicant is required, in reply to this 
action, to elect a single invention to which the claims must be restricted. 

2. Group I, claim(s) 39-60, drawn to a sheet of paper material. 

3. Group II, claim(s) 61-80, drawn to a method to produce a web. 

4. The inventions listed as Groups I and II do not relate to a single general inventive 
concept under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or 
corresponding special technical features for the following reasons: Group I and group II 
share the common and/or corresponding technical features of a sheet of paper material 
as claimed in claim 39 because the method of claim 61 that makes the material of claim 
39. 

5. However, in order to be considered a common special technical feature, the 
subject matter of claim 39 must be novel and non-obvious. The above described 
technical features are not novel and non-obvious. Hauke, WO03/043812 A, discloses a 
paper towel material comprising at least a first ply and a second ply. At least one of the 
ply is provided with and embossing and at least one layer is provided with printing (see 
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page 1 , paragraph 0001 ) (citations are to US Pub. 2004/0028935 A1 , a translation of 
WO 03/043812). Additionally, the layers can be cemented to each other by means of 
glue (see page 1, paragraph 009). By a suitable combination of the print image and the 
pattern of the embossing or the orientation of the print image and the embossed pattern 
to one another, an optical impression can ultimately by engendered which is similar to 
the appearance of a fabric (see page 1 , paragraph 0005). Hauke fulfills the limitations of 
claim 1, although a decorative pattern that has shading is not explicitly mention, Hauke 
discloses that the print on the paper towel can have the most varied patterns and 
combination of patterns (see page 1 , paragraph 007). Additionally, obviousness is 
support by section 2144.04 of the MPEP which cites In re Seid , 161 F.2d 229, 73 
USPQ 431 (CCPA 1947) where the court found that matters relating to ornamentation 
only which have no mechanical function cannot be relied upon to patentably distinguish 
the claimed invention from the prior art. 

6. During a telephone conversation with Ms. Mary Breiner on 7/28/2009 a 
provisional election was made with traverse to prosecute the invention of a sheet of 
paper material, claims 39-60. Affirmation of this election must be made by applicant in 
replying to this Office action. Claims 61-80 are withdrawn from further consideration by 
the examiner, 37 CFR 1 .142 (b), as being drawn to a non-elected inventions. 

Claim Rejections - 35 USC § 102 

7. A person shall be entitled to a patent unless - 
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8. (b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United States. 

9. Claims 39 -43, 47-51, and 56-59 are rejected under 35 U.S.C. 102(b) as 
anticipated by Hauke (WO03/04381 2 A1 ) (US Pub. 2004/0028935 A1 is the translation 
of WO 03/043812). 

10. Regarding claim 39, Hauke discloses a paper towel material comprising at least 
a first ply and a second ply. At least one of the ply is provided with and embossing and 
at least one layer is provided with printing (see page 1, paragraph 0001). Additionally, 
the layers can be cemented to each other by means of glue (see page 1 , paragraph 
009). By a suitable combination of the print image and the pattern of the embossing or 
the orientation of the print image and the embossed pattern to one another, an optical 
impression can ultimately by engendered (see page 1, paragraph 0005). Hauke fulfills 
the limitations of claim 1 , although a decorative pattern that has shading is not explicitly 
mention, Hauke discloses that the print on the paper towel can have the most varied 
patterns and combination of patterns (see page 1 , paragraph 007). 

1 1 . Regarding claim 40, Hauke shows in fig 3 and 4 that the alignment is inclined 
with respect to a longitudinal edge of the claimed material. 

12. Regarding claims 41 and 43, Hauke shows in fig 7 an outer layer which is 
embossed in a straight line shape (see page 3, paragraph 0042). Additionally, Hauke 
discloses that the embossing pattern may have different variations not only in the 
geometrical or figured patterns but also in their orientation (see page 2, paragraph 
0023) 
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13. Regarding claim 42, Hauke shows in fig 5 an outer layer which is embossed in a 
strip shape (see page 3, paragraph 0041). 

14. Regarding claims 47, 49, 50, and 51 , Hauke shows in its Fig 1 a three ply paper 
towel, which consists of a middle layer 2 and a first outer layer 3 and a second outer 
layer 4. The layers 2, 3 and 4 are joined using a colored binder (see page 2, paragraph 
0030). Fig 1 shows a second embossed layer, layer 4, which is essentially continuous 
lines, and is constituted by alignments parallel with one another, and inclined with 
respect to said longitudinal edge, of essentially geometrical protuberances, and 
substantially the alignments have the same pitch of the lines of the first embossing. 

15. Regarding claim 48, Hauke discloses that it is possible to carry out embossing on 
the bottom outer layer 4, both in terms of the patterns and also of the orientation 
differently than the embossing on the outer layer 3 (see page 3, paragraph 0039). 

16. Regarding claim 56, Hauke discloses the layers 2, 3 and 4 are joined using a 
colored binder (see page 2, paragraph 0030). 

17. Regarding claim 57, Hauke discloses the embodiment in fig 3 shows the colors 
and the transparency of the print 5 and the binder 9 can be matched to one another 
such that for example the areas 10 and 13 in fig 3 and 4 (see page 2, paragraph 0035). 

18. Regarding claim 58, Hauke teaches that in its fig.4 the print 5 and glue 9 have 
different colors (see page 2, paragraph 0033). 

19. Regarding claim 59, Hauke teaches in its fig 4 that the print 5 and glue 9 have 
different colors and explains that due to the superposition of the inner layer 2 and the 
outer layer 3 there are different areas, such as area 1 1 where the middle layer 2 is 
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printed and the print 5 is being superimposed by the colored binder 9 of an elevated 
area 7 (see page 2, paragraph 0034). The area 1 1 can stand out more or less 
dramatically since the colors of the print 5 and the binder 9 can be different (see page 2, 
paragraph 0036). Hauke does not explicitly point out if the colors are primary or not; 
however, the effect should be the same as being primary or not. 
20. Regarding claim 60, Hauke disclosed that in a triple layer embodiment is 
preferably the two outer layer are provide with embossing to achieve the optical elect on 
both sides of the paper towel (page 1 , paragraph 0013); however, Hauke does not limit 
is invention to this embossing composition and expand its teaching when said that the 
image furthermore dependent on whether the print is applied to an embossed or 
unembossed layer (see page 1 , paragraph 0015). 

Claim Rejections - 35 USC § 103 



21 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

22. A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

23. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 (1966), 
that are applied for establishing a background for determining obviousness under 35 U.S.C. 103(a) are 
summarized as follows: 

c. Determining the scope and contents of the prior art. 

d. Ascertaining the differences between the prior art and the claims at issue. 

e. Resolving the level of ordinary skill in the pertinent art. 

f. Considering objective evidence present in the application indicating obviousness or 
nonobviousness. 
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24. Claims 39 -43, 47-51 , and 56-59 are rejected under 35 U.S.C. 1 03(a) as been 
obvious over Hauke (WO03/04381 2 A1 ) (US Pub. 2004/0028935 A1 is the translation of 
WO 03/043812). In case the claims are not considered anticipated by Hauke. 

25. Regarding claim 39, Hauke discloses a paper towel material comprising at least 
a first ply and a second ply. At least one of the ply is provided with and embossing and 
at least one layer is provided with printing (see page 1, paragraph 0001). Additionally, 
the layers can be cemented to each other by means of glue (see page 1 , paragraph 
009). By a suitable combination of the print image and the pattern of the embossing or 
the orientation of the print image and the embossed pattern to one another, an optical 
impression can ultimately by engendered (see page 1, paragraph 0005). Hauke fulfills 
the limitations of claim 1 , although a decorative pattern that has shading is not explicitly 
mention, Hauke discloses that the print on the paper towel can have the most varied 
patterns and combination of patterns (see page 1 , paragraph 007). 

26. Regarding claim 40, Hauke shows in fig 3 and 4 that the alignment is inclined 
with respect to a longitudinal edge of the claimed material. 

27. Regarding claims 41 and 43, Hauke shows in fig 7 an outer layer which is 
embossed in a straight line shape (see page 3, paragraph 0042). Additionally, Hauke 
discloses that the embossing pattern may have different variations not only in the 
geometrical or figured patterns but also in their orientation (see page 2, paragraph 
0023) 

28. Regarding claim 42, Hauke shows in fig 5 an outer layer which is embossed in a 
strip shape (see page 3, paragraph 0041). 



Application/Control Number: 10/568,535 Page 8 

Art Unit: 4132 

29. Regarding claims 47, 49, 50, and 51, Hauke shows in its Fig 1 a three ply paper 
towel, which consists of a middle layer 2 and a first outer layer 3 and a second outer 
layer 4. The layers 2, 3 and 4 are joined using a colored binder (see page 2, paragraph 
0030). Fig 1 shows a second embossed layer, layer 4, which is essentially continuous 
lines, and is constituted by alignments parallel with one another, and inclined with 
respect to said longitudinal edge, of essentially geometrical protuberances, and 
substantially the alignments have the same pitch of the lines of the first embossing. 

30. Regarding claim 48, Hauke discloses that it is possible to carry out embossing on 
the bottom outer layer 4, both in terms of the patterns and also of the orientation 
differently than the embossing on the outer layer 3 (see page 3, paragraph 0039). 

31 . Regarding claim 56, Hauke discloses the layers 2, 3 and 4 are joined using a 
colored binder (see page 2, paragraph 0030). 

32. Regarding claim 57, Hauke discloses the embodiment in fig 3 shows the colors 
and the transparency of the print 5 and the binder 9 can be matched to one another 
such that for example the areas 10 and 13 in fig 3 and 4 (see page 2, paragraph 0035). 

33. Regarding claim 58, Hauke teaches that in its fig.4 the print 5 and glue 9 have 
different colors (see page 2, paragraph 0033). 

34. Regarding claim 59, Hauke teaches in its fig 4 that the print 5 and glue 9 have 
different colors and explains that due to the superposition of the inner layer 2 and the 
outer layer 3 there are different areas, such as area 1 1 where the middle layer 2 is 
printed and the print 5 is being superimposed by the colored binder 9 of an elevated 
area 7 (see page 2, paragraph 0034). The area 1 1 can stand out more or less 
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dramatically since the colors of the print 5 and the binder 9 can be different (see page 2, 
paragraph 0036). Hauke does not explicitly point out if the colors are primary or not; 
however, the effect should be the same as being primary or not. 

35. Regarding claim 60, Hauke disclosed that in a triple layer embodiment is 
preferably the two outer layer are provide with embossing to achieve the optical elect on 
both sides of the paper towel (page 1 , paragraph 0013); however, Hauke does not limit 
is invention to this embossing composition and expand its teaching when said that the 
image furthermore dependent on whether the print is applied to an embossed or 
unembossed layer (see page 1 , paragraph 0015). 

36. Regarding all of the above claims, Hauke does not disclose explicitly that the 
printing has shading simulating a relief three-dimensional design. It would have been 
obvious to one of ordinary skill in the art at the time of the invention to use Hauke's 
teaching and disclosures since the tissue produce by Hauke has the characteristics 
claimed by the instant claims. The embossing in combination with the printing is 
producing a paper tissue that is aesthetic and has the textile appearance. One of 
ordinary skill in the art at the time of the invention would have been motivated by 
reasonable expectation of successfully obtain more attractive and decorative tissue that 
enhance its textile appearance. 

37. This obviousness statement is support by MPEP section 2144.04 refers to 
aesthetic design changes and cites In re Seid , 161 F.2d 229, 73 USPQ 431 (CCPA 
1947) where the court found that matters relating to ornamentation only which have no 
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mechanical function cannot be relied upon to patentably distinguish the claimed 
invention from the prior art. 

38. Claims 44-46 are rejected under 35 U.S.C. 103 (a) as being obvious over Hauke 
(WO03043812 A1) in view of Batra (US Pat. 6,520,330 B1). 

39. Regarding claims 44, 45, and 46, Hauke discloses a paper towel material 
comprising at least a first ply and a second ply. At least one of the ply is provided with 
and embossing and at least one layer is provided with printing (see page 1 , paragraph 
0001). Additionally, the layers can be cemented to each other by means of glue (see 
page 1 , paragraph 009). By a suitable combination of the print image and the pattern of 
the embossing or the orientation of the print image and the embossed pattern to one 
another, an optical impression can ultimately by engendered (see page 1 , paragraph 
0005). Hauke does not disclose a decorative pattern that simulates an embossing. 

40. Batra discloses a consumer products disposed in and dispensed from a package 
and both, package and product, have matched indicia (see column 1, lines 5-10). The 
indicia may 15 may be applied by printing (see column 4, lines 53-55). In reference to 
fig 2B, indicia 26 simulates a relief. Indicia 26 is different from indicia 22 in fig. 1 just 
because is shade using parallel lines. In fig 4B - 4D the relief effect is obtained drawing 
one heavy line and one light line (see column 7, lines 46-50). Batra provides a design of 
a package and product. The printing on those articles produces a relief -like sensation 
such sensation is achieved using shading in its indicia 26. It would have been obvious 
to one of ordinary skill in the art at the time of the invention to combine Hauke's 
teaching and disclosures with Batra disclosure to obtain a tissue that would enhance the 



Application/Control Number: 1 0/568,535 Page 1 1 

Art Unit: 4132 

three dimension effect of the embossing. One of ordinary skill in the art at the time of 
the invention would have been motivated by reasonable expectation of successfully 
obtain more attractive and decorative tissue that enhance the sensation of deepness. 

41 . Claims 52-55 are rejected under 35 U.S.C. 103 (a) as being obvious over Hauke 
(WO03043812 A1) in view of Laurent et al. (US Pat. 6,106,928 B2). 

42. Regarding claims 52-55, Hauke discloses a paper towel material comprising at 
least a first ply and a second ply. At least one of the ply is provided with and embossing 
and at least one layer is provided with printing (see page 1 , paragraph 0001 ). 
Additionally, the layers can be cemented to each other by means of glue (see page 1 , 
paragraph 009). By a suitable combination of the print image and the pattern of the 
embossing or the orientation of the print image and the embossed pattern to one 
another, an optical impression can ultimately by engendered (see page 1 , paragraph 
0005). Hauke does not disclose the embossing width and density range. 

43. Laurent discloses a sheet of paper that is characterized in that the patterns 
elements from first protrusion 10 constituting a line-shaped surface with a width 
between 0.1 - 2 mm, the second protrusion (2) being arrayed at the rate of at least 30 - 
40 protrusions/ cm 2 , this means that there are 5 - 6 protrusions/cm (see abstract). This 
high density imparts a textile appearance to the sheet (see column 6, lines 31-32). 
Regarding claim 55, Laurent discloses that if the pattern element 1 is defined by a 
closed line as shown in fig 7, then preferably there are as many alignments al allowed 
by the defined space. In fig 7 each pattern contains three alignments 21 , 22, 23 (see 
column 7, lines 3-5). According to fig 7, if every alignment is considered as a line then 
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there are more than 1 .5 alignments/lines per cm. Additionally, if Laurent's fig 7 is 
compared with Hauke's fig 7, Hauke's design is more complex; however, they both 
share common elements such as lines and curves. As Laurent discloses the width of 
the element may vary in the same manner as the bold and thin strokes of calligraphy 
(see column 4, lines 15-17). 

44. It would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine Hauke's teaching and disclosures, especially the design in fig 7 
with Laurent disclosure about the spacing to form an apparent continuous line, 
alignments, and the relation between width and height of the different embossing in the 
design. One of ordinary skill in the art at the time of the invention would have been 
motivated by reasonable expectation of successfully obtain a tissue with a textile 
appearance combining Hauke and Laurent teaching and disclosures. 

Conclusion 

45. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MARITZA ALVAREZ whose telephone number is 
(571 )270-1 1 35. The examiner can normally be reached on Monday to Thursday from 
7:30 am to 5:00 pm EST. If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Michael LaVilla can be reached on 

571 2721 539. The fax phone number for the organization where this application or 
proceeding is assigned is 571-273-8300. 

46. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
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published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov . Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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MARITZA N. ALVAREZ 
Patent Examiner, Art Unit 4132 
July 29, 2009 
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Supervisory Patent Examiner, Art Unit 4132 
31 July 2009 



